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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-4, 6, 10, and 12-13, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Herrmann et al. (US 2002/0030360). 

In respect to claims 1-4 and 6, Hermann et al. disclose: a value-bearing 
document 1 comprising a paper substrate 2 with a zone of reduced thickness - 
depression 8 and window opening 4; a strip of cover foil 5, reinforcing means, which 
"adheres firmly to the surface 6 of the carrier 2 around the opening 4 in the regions 7" 
(0032, Fig. 2) covering the zone of reduced thickness, 4 and 8, on the top of the paper 
substrate 2; the cover foil 5 comprising a carrier film 15 which also covers the zone of 
reduced thickness, 4 and 8; the carrier film 15 is "perfectly transparent" and made of 
polyester or polycarbonate (0054, Fig. 2); the cover foil 5 comprises an additional 
security feature 13 (0037, Fig. 1). 

In respect to claims 10 and 12-13, Herrmann et al. inherently disclose the 
claimed subject matter for the reasons stated above including a process of producing a 
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banknote with a zone of reduced thickness forming a window and covering the zone 
with reinforcing means (a strip or patch of material) and further including an additional 
security feature. The end product disclosed in Herrmann et al. inherently discloses 
these steps. 

3. Claims 1, 3, 5, 7, 8, 10, and 11, are rejected under 35 U.S.C. 102(e) as being 
anticipated by Keller et al. (US 2005/0104364). 

In respect to claims 1 , 3, 5, 7, and 8, Keller et al. disclose: a security substrate 
paper 1 , with a zone of reduced thickness - depression 5 and window opening 2; a strip 
of material, security element 3, covers and reinforces the zone of reduced thickness 
(Fig. 2); the security element 3, also a 'patch' which covers and reinforces the zone of 
reduced thickness, comprises an optically variable element (Abstract) which utilizes an 
similar layers 6 and 7 that include metal layers 12 and 13 with interruptions 16 and 18, 
caused by "laser removal, etching or washing" (0047, Fig. 3); Figure 13 shows that two 
security elements 27 and 28, corresponding to the elements 6 and 7 (0068) of to the 
aforementioned security element 3, can be placed on both sides of the paper substrate 
1 . In respect to claim 8, the security elements 27 and 28 are broadly both a "strip" and 
a "patch" and therefore Figure 13 discloses all of the claimed subject matter for the 
reasons stated above. 

In respect to claims 1 0 and 1 1 , Keller et al. inherently disclose the claimed 
subject matter for the reasons stated above including: a process of producing a 
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banknote with a zone of reduced thickness forming a window and covering the zone 
with reinforcing means (a strip or patch of material) on each side of the security 
substrate. The end product disclosed in Keller et al. inherently discloses these steps. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Herrmann 
et al. (US 2002/0030360) in view of the application's admission of prior art. Herrmann 
does not disclose a sheet comprising a plurality of value-bearing documents (notes) 
however the applicant discloses "a plurality of notes placed in successive rows and 
columns, as it is done in a known fashion for banknotes" (Pg. 7, Para 4). It would have 
been obvious to one of ordinary skill in the art at the time of the invention was made to 
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provide the value-bearing documents taught in Herrmann et al. in a multiple array in 
view of the disclosure in the present application of admitted prior art to incorporate the 
security features economically onto one single sheet to be later cut into individual notes. 



Conclusion 



7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hardwick et al. (US 6,471,247), Heim (US 2005/0127663), and 
Farber (US 6,036,230), disclose similar inventions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kyle R. Grabowski whose telephone number is (571) 
270-3518. The examiner can normally be reached Monday through Thursday and 
every other Friday. If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Terrence R. Till can be reached at (571) 272-1280. 

/Terrence R Till/ 
Supervisory Patent Examiner, Art Unit 4175 

/Kyle R Grabowski/ 
Examiner, Art Unit 4175 



